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DETAILED ACTION 
Election/Restrictions 

Claims 1 1-13 witlidrawn from furtlier consideration pursuant to 37 CFR 1 .142(b) 
as being drawn to a nonelected invention, tliere being no allowable generic or linking 
claim. Election was made without traverse in the reply filed on August 1 1 , 2008. 

Applicant's election without traverse of Group I, claims 6-7 and 9-10, in the reply 
filed on August 1 1 , 2008 is acknowledged. 

Notice of Amendment 

In response to the amendments filed on May 13, 2008, amended claims 6-7 and 
9-10 are acknowledged. The following new and reiterated grounds of rejection are set 
forth. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a whtten description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 7 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the written description requirement. The Glaim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. The amendments to independent claim 7 state that the first 
and second treatment tools are projected from the distal end of the insertion portion via 
first and second channels, respectively, at a "predetermined projecting length". 



Application/Control Number: 1 0/721 ,51 8 Page 3 

Art Unit: 3739 

Applicant states tliat sucli amendments are supported by Figure 24 and the 
accompanying text of the specification. However, the examiner is unclear where in the 
specification a "predetermined projecting length" is disclosed. At most, the oscillating 
range of the treatment tool is said to be set depending on the length L of the stand-up 
bar (as disclosed in paragraph 0279). This is understood to mean the angle at which 
the tool is projected out from the distal end of the insertion portion, not the length which 
the tool is inserted out of the channel. Thus it is clear that the angle of projection may 
be set and predetermined be a user, not that the projecting length is predetermined. 
Furthermore, it is understood that the treatment tools are inserted through first and 
second channels and guided to approach an object via the oscillating bases. However, 
there is no disclose as to how far the tool may be inserted therethrough or of on any 
limit as to how far the tools may be inserted, other then the overall length of the 
treatment tools. Thus, it is unclear what Is meant with regard to the limitation of a 
"predetermined projecting length" for both the first and second treatment tools. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others In this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 6-7 and 9 are rejected under 35 U.S.C. 102(a) as being anticipated by 
U.S. Patent No. 6,352,503 to Matsui et al. 
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In regards to claim 7, Matsui et al. disclose an endoscope apparatus 101 
comprising: an insertion portion 102 having first 141 and second 143 channels arranged 
therein and terminating at first and second openings, respectively, at a distal portion of 
the insertion portion; an observation optical system for capturing an observation image, 
which is arranged to the insertion portion (see Col. 11, Lines 57-59); a first treatment- 
tool oscillating base (not labeled) which guides, in a first direction, a first treatment-tool 
145 inserted via the first channel 141 arranged to the insertion portion, a range of 
oscillation of the first treatment-tool by the first treatment-tool oscillating base being set 
so as to cause a distal end of the first treatment-tool to be selectively positioned inside 
or outside the observation image, at a predetermined projecting length for the first 
treatment-tool to approach an object on the observation image (see Figs. 23 and 29 and 
Col. 14, Lines 28-34); and a second treatment-tool oscillating base (not labeled) which 
guides, in a second direction, a second treatment-tool 147 inserted via the second 
channel arranged in the insertion portion, a range of oscillation of the second treatment- 
tool by the second treatment-tool oscillating base being set so as cause a distal end of 
the second treatment-tool to be positioned inside the observation image, at a projecting 
length of the second treatment-tool which is approximately ihe same as the 
predetermined length of the first treatment-tool (see Fig. 29 and Col. 14, Lines 10-26). 

In regards to claim 6, Matsui et al. disclose an endoscope apparatus, wherein 
the outside of the field of view is one in the top direction of the screen of the endoscope 
image (see Figs 1,12 and 29 and Col. 14, Lines 10-67). 
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In regards to claim 9, Matsui et al. disclose an endoscope apparatus, wlierein 
the first and second treatment-tool oscillating bases (not labeled, similar to raising base 
127 in Figure 23) are rotatably provided in respective openings of the first 141 and 
second 143 channels, respectively (see Col. 12, Lines 32-40). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Patent No. 6,352,503 to Matsui et al. in view of U.S. Patent Application Publication No. 
2003/0163029 to Sonnenschein et al. 

In regards to claim 10, Matsui et al. disclose an endoscope apparatus 101 
comprising: an insertion portion 102 having first 141 and second 143 channels; an 
observation optical system and first 145 and second 147 treatment tools (see rejection 
above) but are silent with respect to a screen size in the guiding direction of the 
treatment tool guided to the outside of the field of view from the inside is set to have a 
shorter side, or to be shorter, as compared with a screen size in the guiding direction of 
the treatment tool guided within the inside range of the field of view and wherein the 
screen size has a length in the horizontal direction longer than that in the vertical 
direction. Sonnenschein et al. teach of an analogous endoscopic apparatus wherein 
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the field of view for tlie topical channel may be non-circular, such as square, 
rectangular, cylindrical, toroidal section or any other shape. The views may take on any 
shape and do not need to be of equal size (see Fig. 3c and paragraph 0075). It would 
have been obvious to one skilled in the art to vary the field of view with respect to the 

treatment tools of Matsui et al. to provide adequate visualization and alternate view 
fields of the tools used with the endoscope as taught by Sonnenschein et al. 

Response to Arguments 

Applicant's arguments filed May 13, 2008 have been fully considered but they are 
not persuasive. 

In response to applicant's argument that Matsui does not teach or suggest that 
the distal end of one of the treatment tools is guided outside the field of view, a 
recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. 

Applicant states that Matsui does not teach or suggest that the distal end of one 
of the treatment tools is guided outside the field of view. Examiner disagrees. Matsui 
teaches that the respective forceps raising mechanism raises the insertion section of 
the treating tool by bending the insertion section of the treating tool outwardly in a 
direction substantially perpenof/cu/ar to the axial direction of an insertion section 102 of 
the endoscope 101 (see Col. 14, Lines 18-27). The treatment tool is guided in a 
perpendicular direction away from the central axis and thus also the field of view of 
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optical system. The further the treatment tool is inserted through the working channel, 
the further the distal end of the treatment tool will extend perpendicularly away from the 
field of view of the optical system. Thus, if the tool is inserted far enough into the body, 
the distal end of the tool will inherently be moved to outside the field of view. Therefore, 
the distal end of the treatment tool shown in the apparatus of Matsui is fully capable of 
being guided outside the field of view. As broadly as claimed, Matsui et al. meet the 
limitations of the recited claims. 

In regard to the newly added limitations of claim 7, as seen in Figure 23, Matsui 
clearly shows first 106 and second 107 treatment tools projected from the distal end 109 
of the insertion portion 102 at a length which is approximately equal. Furthermore, the 
projecting lengths of each of the instruments shown in Figs 25-29 are approximately 
equal. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MATTHEW J. KASZTEJNA whose telephone number is 
(571)272-6086. The examiner can normally be reached on Mon-Fri, 8:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda CM. Dvorak can be reached on (571) 272-4764. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/M. J. K./ 

Examiner, Art Unit 3739 
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